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I.  Changes to Implement Electronic Maintenance of Official Patent Application Records and Other Recent Rule Changes


Completely electronic filing and processing of patent applications is not yet a reality with the Patent Office, but the PTO continues its efforts towards that goal.  For instance, the PTO announced that as of June 30, all newly received patent applications will be scanned into electronic format and will be processed electronically at the PTO.  The electronic document, called the Image File Wrapper, or IFW, will be the official PTO file for the application.  The PTO claims to have facilities to scan some three million pages per week.  

Additionally, the PTO has modified numerous rules, which rules became effective July 30 of this year.  Although the changes were numerous, most of the changes were minor tweaks to make the rules applicable to electronic documents as well as to paper documents.  Some rules that are likely to have substantive impact are addressed below.

Public Access to Pending Applications


Rule 1.14 has been amended to clarify the circumstances under which pending applications are available for public inspection.  The rule provides for six categories of patent applications to which the public will have access.  The level of access depends upon under which category the application falls.  An outline of the rules regarding access is provided below.  Note that the term “file content” is used in the rule, in lieu of “file wrapper and contents.”  This is to avoid confusion regarding whether the rule applies to electronic documents.

	Rule
	Status of Application
	Extent of Access

	1.14(a)(1)(i) 
	Issued patent.
	1. Application as filed; 

2. File contents;

3. Specific document in file.



	1.14(a)(1)(ii)
	Published, but abandoned.  


	1. Application as filed; 

2. File contents;

3. Specific document in file.



	1.14(a)(1)(iii)
	Published and pending.
	1. Application as filed; 

2. File contents;

3. Specific document in file.



	1.14(a)(1)(iv)
	Unpublished and abandoned, but identified
 or relied upon in a U.S  or international patent or patent application.

  
	1. Application as filed; 

2. File contents;

3. Specific document in file.



	1.14(a)(v)
	Unpublished and pending, but whose benefit of priority is claimed (35 U.S.C. §§ 119(e), 120, 121, or 365).


	1. Application as filed; 

2. File contents;

3. Specific document in file.



	1.14(a)(vi)
	Unpublished and

pending, but incorporated by reference or otherwise identified in patent or application. 
	1. Application as filed.


Formatting Requirements for Imaging 

Although long the preferred approach, the rules now require that the specification, as well as the abstract and the claims begin on a separate sheet of paper.  Rule 1.71(f) has been added to require that the specification commence on a separate sheet and that no “other part of the application or other information” be included on a sheet that includes part of the specification.  The comments make clear that the title of the invention, when included as a heading on the first page, is considered as part of the specification.  Likewise, Rule 1.75(h) has been amended to require that no other part of the application may be included on a sheet including a claim or portion of a claim.  Rule 1.75(h) further clarifies that the requirement applies to electronic pages as well.  

Elimination of Prohibition of Using Abstract to Interpret Claims (Rule 1.72) 

Rule 1.72 has been amended to eliminate the prohibition on using the abstract to interpret patent claims.  The PTO notes that this change was made to bring the rules into conformity with Federal Circuit case law, specifically citing to Hill-Rom Co. v. Kinetic Concepts, Inc., 54 USPQ2d 1437, 1440 n. 1 (Fed. Cir. 2000).  In light of the change to the long-standing assumption that abstracts and titles would not factor into claim interpretation, patent practitioners would do well to carefully consider any adverse implications that could arise from verbiage contained in either section.  

Submission of Information Disclosure Statements Electronically


Under new rule 37 CFR 1.98(e), an IDS can be submitted electronically, under the Electronic Filing System (EFS).  Paper copies of U.S. patents and published patent applications need not be submitted to the Patent Office when the IDS is submitted electronically.  The PTO provides a fillable electronic IDS form that is equivalent to a hard copy PTO-1449.  


Copies of foreign patents and applications and other publications must be provided to the PTO along with a paper PTO-1449 or equivalent form.  If documents are submitted electronically simultaneously with submitting hard copies of other documents, only one fee need be paid (assuming a fee is due under 37 CFR 1.97), by notifying the PTO in the conventional submission that an electronic submission was also made and associating the two.  

Changes in Amendment Format


The much lamented “clean version / marked up version” amendment format has been laid to rest by the Patent Office.  Rule 121 has been amended to make amendment practice more compatible with electronic imaging of filewrappers.  In addition to the elimination of the requirement of both a clean version and a marked-up version of the claims, the primary changes in amendment drafting are the requirement of presenting all pending claims in each amendment and changes to the status designation of the presented claims.


Rule 121(c) now requires a complete listing of all claims ever presented, including the text of all pending and withdrawn claims, in the application.  In other words, every claim that has been presented to the patent office must be listed and its status provided as part of every amendment.  Each such listing presented to the Patent Office will serve to replace all prior versions of the claims submitted.  Each claim in the listing must have its status identified, using one of seven designations.  These are listed below:

(1) Original.  This identifies an originally filed claim in un-amended form. 

(2) Currently amended.  For a claim being amended in the current amendment.

(3) Canceled.  This status is for a claim that has been deleted from the application.  Note that the claim text need not be included for a canceled claim.

(4) Withdrawn. This status would apply to non-elected claims.  The PTO notes that a claim may have dual designations.  One instance would be a non-elected claim that the applicant amends to attempt to rejoin it with the elected invention. Under such circumstances, the listing would include a dual designation, such as “withdrawn – currently amended.” 

(5) Previously presented.  This designation applies to claims that were either added or amended in a previous amendment. 

(6) New.  Claims being added in the current amendment are so designated.

(7) Not entered.  Such a designation applies when the status of a claim is unknown (perhaps in a supplemental amendment) or when a claim has been submitted, but not entered.   


Note that the status designations apply for national stage applications that were originally filed under the Patent Cooperation Treaty.  Hence, claims that were originally filed by the international filing date would be designated as “original” in an amendment filed during the national stage.  For claims that were originally filed in the international stage, but that were amended in an Article 19 or Article 34 amendment, the status designation “previously presented” would be used.  Likewise, under new Rule 121(c), claims that were cancelled during the international stage would be included in the claim listing with the “cancelled” designation.


Amendments to the specification require (i) an instruction that unambiguously identifies the location of one or more paragraphs to be deleted, added, or replaced (i.e., amended); (ii) the full text of any replacement paragraph marked up to show changes, using the conventional underlining for new text and strikethrough (or double brackets for deletions of five or fewer consecutive characters) for deletions; (iii)  newly added paragraphs be provided in full without underlining; and (iv) the text of deleted paragraphs not be presented, but an instruction to delete a paragraph identified by paragraph numbering, or by inclusion of a few words from the beginning and from the end of the paragraph.   See Rule 121(b)(1).  Changes to section headings can be accomplished using similar procedures as for a paragraph, according to Section 121(b)(2).  


Amendments and other communications to the Patent Office will also be scanned and processed electronically.  Hence, rule 121(h) requires that each section of an amendment (e.g., amendments to the claims, amendments to the specification, replacements drawings, and remarks) must begin on a separate sheet. 

 Clarification of Impact of Rescinding a Nonpublication Request


Under 35 U.S.C. § 122(b)(2)(B)(i), an applicant may request nonpublication of a patent application provided that the invention disclosed in the application “has not and will not be the subject of an application filed in another country, or under a multilateral international agreement, that requires publication of applications 18 months after filing.”  An applicant may rescind such a request, however, under 35 U.S.C. § 122(b)(2)(B)(ii).  Additionally, if after filing a request for nonpublication, the applicant nonetheless files in a foreign country or under a multilateral international treaty requiring publication (called herein a “counterpart filing” for clarity), the applicant must notify the Patent Office of such filing within 45 days of filing, under 35 U.S.C. § 122(b)(2)(B)(iii). Failure to timely provide notice of the counterpart filing will result in the U.S. application being regarded as abandoned.  


In June of this year, the Patent Office published a clarification regarding the inter-play between filing a rescission under 35 U.S.C. § 122(b)(2)(B)(ii) and the notice requirement under 35 U.S.C. § 122(b)(2)(B)(iii).  Specifically, the PTO warned that the filing of a rescission, per 35 U.S.C. § 122(b)(2)(B)(ii), is not, by itself, notice of the counterpart filing required under 35 U.S.C. § 122(b)(2)(B)(iii).  This means that a proper notice of a counterpart filing may still be required under some circumstances, even when the request for nonpublication is rescinded.  The PTO clarified six scenarios:

(1) Filing a notice of counterpart filing is not required if the rescission is made on or before the counterpart filing date.  If a rescission is made on or before the date of the counterpart filing, then the nonpublication request is treated as effectively void ab initio and no notice is required under 35 U.S.C. § 122(b)(2)(B)(iii).

(2)  A rescission is not required if a notice of counterpart filing has been properly filed.  Under 35 U.S.C. § 122(b)(2)(B)(iv), the filing of a notice of counterpart filing has the same effect as filing a rescission (i.e., the application will be published in 18 months or as soon as practical after the specified date.  Hence, the PTO stated that a separate rescission is not necessary once the notice of counterpart filing has been made. 

(3) Filing a counterpart application while a request for nonpublication is in effect requires notice.  The PTO addressed three situations wherein this scenario applies. Perhaps most importantly, the PTO clarified that if a foreign counterpart is filed while a request for nonpublication is in effect, merely filing a rescission is insufficient.  A notice of foreign counterpart filing must also be made to avoid abandonment of the application.  Second, filing a rescission of the request for nonpublication after expiration of the forty-five day notice period will not suffice to withdraw the original request.  Finally, the PTO addressed the situation where an improper request for nonpublication is filed even though a foreign counterpart had already been filed (meaning that the certification required under 35 U.S.C. § 122(b)(2)(B)(i) that no counterpart filing had been made is improper), merely filing a rescission of the improper request for nonpublication does not annul the fact of the improper certification.  The PTO did not state what the consequence would be, but did suggest immediately filing a rescission under 35 U.S.C. § 122(b)(2)(B)(ii) that explained that the original certification was improper.  Presumably, any consequences arising from such an improper certification would depend upon the existence of an intent to deceive.  

(4)  Petition to revive an application abandoned for failing to timely provide notice of a counterpart filing.  35 U.S.C. § 122(b)(2)(B)(iii) also provides for the revival of an application abandoned for failure to timely file a notice of foreign filing, by the filing of a petition to the PTO.  The petition is the sole remedy to restore an application abandoned under 35 U.S.C. § 122(b)(2)(B)(iii). 

(5)  The date of a rescission is the date of actual receipt by the Patent Office, not the date of a certificate of mailing or transmission.  The benefits of a certificate of mailing or of transmission under 37 C.F.R. § 1.8 do not apply to a rescission of nonpublication request.  For this reason, the PTO strongly encourages applicants to file a notice of counterpart filing whenever rescinding a nonpublication request in anticipation of a counterpart filing. 

(6)  USPTO Form PTO/SB/36 may be used to accomplish both a rescission of a nonpublication request and notice of a counterpart filing.  The PTO has provided a form that it believes is compliant with the requirement of filing a rescission of a nonpublication request and the requirement of filing a notice of a counterpart filing. 

Elimination of CPA Practice

Since implementation of the American Inventors Protection Act of 1999, two procedural avenues for continuation practice have co-existed: the Continued Prosecution Application (CPA) and the Request for Continued Examination (RCE) practice.  Although the PTO did not eliminate CPA practice at the time of the AIPA, it did signal its intent to phase out CPA practice over time by regulating that a CPA was available only if the prior application had been filed before May 29, 2000.  Holding that CPA practice is “largely redundant” in view of RCE practice, Rule 53 has been amended to eliminate the CPA procedure for utility and plant practices.  Because RCE practice does not apply to design patents, CPA will continue as an option for design patents.  The elimination of CPA practice took effect as of July 14, 2003. 

Rule 53(e)(1) has been amended to treat an improperly filed CPA as an RCE, even though the requirements for an RCE might not have been met.  Under such circumstances, the time period set in the last office action will continue to run until a proper response is filed.  The Patent Office also noted that it will no longer automatically convert an improperly filed CPA into a new application under Rule 53(b) upon a petition by the applicant (such as when an applicant does not desire to have the CPA converted to an RCE).  Instead, the Patent Office will now require a showing of extenuating circumstances to justify the Patent Office undertaking the process of converting a CPA into an application under Sec. 1.53(b).  

New Centralized Facility for Hand-Carried and Facsimile Transmittals 

In implementing the Image File Wrapper (IFW) system, the Patent Office will begin requiring all correspondence related to a patent application that is hand-carried or transmitted by facsimile to be submitted to a centralized facility.  This facility will have the appropriate resources for scanning and electronically processing the incoming correspondence.  Effective December 1, 2003, all hand-carried patent application related correspondence must be delivered to the Customer Window at: 


2011 South Clark Place


Customer Window


Crystal Plaza Two, Lobby, Room 1B03


Arlington, VA 22202


The PTO announced that Technology Centers will no longer accept hand-delivered patent application related correspondence.  The announcement does not apply, however, to mail correspondence, and pre-existing mailing addresses, including special mail boxes, should continue to be used.  The Customer Window delivery requirement also does not apply to correspondence that is not related to a specific patent application.  Other types of correspondence that may be hand-carried to locations other than the Customer Window include: 

· Requests to initiate or related to a reexamination proceeding may be hand-carried to the Central Reexamination Unit;

· Requests for access to patent application files may be hand-carried to the File Information Unit;

· Applications for patent term extension may be hand-carried to the Office of Patent Legal Administration; 

· Assignments may be hand-carried to the Assignment Branch;

· Correspondence may be hand-carried to the Office of Enrollment and Discipline; 

· Correspondence relating to interferences may be hand-carried to the Board of Patent Appeals and Interferences; and 

· Correspondence relating to PCT international applications prior to national stage entry may be hand-carried to the PCT Operations customer window.


Also effective December 1, 2003, facsimile transmittals that are patent application related must be directed to a central facsimile number:

703-872-9306.


The Patent Office notes that facsimile transmissions to previously published facsimile numbers may be either automatically re-routed to the new central number or manually forwarded.  In latter case, the correspondence may incur a delay in processing.  As with hand-carried correspondence, there are several types of correspondence that need not be directed to the central facsimile number.  These include:

· Responses to notices from the Office of Initial Patent Examination may be transmitted directly to the OIPE;

· Papers relating to international applications should be transmitted to the appropriate PTO-related number(s); 

· Payment of issue fees (and accompanying drawings) and publication fees should be transmitted to the Issue Fee Payment number(s); 

· Correspondence relating to pre-grant publications (including petitions for express abandonment to avoid publication, requests to rescind a nonpublication request, and notices of foreign filing) should be transmitted to the pre-grant publication division; 

· Correspondence relating to customer numbers should be transmitted to the Electronic Business Center; 

· Correspondence relating to assignments should be transmitted to the Assignments branch; 

· Correspondence relating to inter partes reexamination proceedings (except for the initial request) may be sent to the Central Reexamination Unit; 

· Correspondence to the Board of Patent Appeals and Interferences relating to pending interferences may be directly transmitted to a special number; and 

· Correspondence to the Office of the General Counsel and to the Office of the Solicitor also may be sent to special numbers.  


Further details and the facsimile telephone numbers are available at http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/centralreceiptfax.pdf.   A copy of the PTO notice is attached to this article.  

II.  Suggestions for Practitioners Based upon Recent Court Decisions

Claim Drafting  

Loosening up Closed or Limiting Claim Terms 


Does a traditional Markush group recital of “an element selected from the group consisting of A, B, C, and D” include combinations of the recited elements?  In Abbott Laboratories v. Baxter Pharmaceutical Products, Inc., 224 F.3d 1274 (Fed. Cir. 2003), the Federal Circuit held that such a Markush grouping does not, in fact, read upon combinations of the individually recited elements.  While noting that the indefinite article “a” or “an” typically allows for an open-ended interpretation (such as one or more), the “closed language term ‘consisting of’” limits such an interpretation.  Because the open ended indefinite article is used in combination with the closed term “consisting of,” the court interpreted the Markush grouping as meaning “only one member of a Markush group.”  Id. at 1281.  The court placed the burden on the patentee to add qualifying language such as “and mixtures thereof,” or “at least one member of the group,” that would clearly indicate the intention to include combinations of the recited elements.  In failing to do so, the patentee is at his own peril that combinations may be excluded.  As the Federal Circuit put it, “without expressly indicating the selection of multiple members of a Markush grouping, a patentee does not claim anything other than the plain reading of the closed claim language.”  Id. 

Although “consisting of” is assuredly a “closed language term,” the term “consisting essentially of” walks a line somewhere between “consisting of” and “comprising.”  In AK Steel Corp. v. Sollac, 344 F.3d 1234 (Fed. Cir. 2003), one of the claims in dispute related to a coating material and recited, “the coating metal consisting essentially of aluminum.”  Noting the “ambiguous nature” of the phrase  “represents a middle ground between the open-ended term ‘comprising’ and the closed-ended phrase ‘consisting of,’” the court recognized that “it has long been understood to permit inclusion of components not listed in the claims, provided they do not materially affect the basic and novel properties of the invention.”  At issue in AK Steel was whether an accused product having roughly eight percent silicon in the aluminum coating met the claim limitation of “consisting essentially of aluminum.”  One of the “objects of the invention” recited in the Summary section was to obtain enhanced wetting by the coating material.  The court relied upon this recitation, along with portions of the specification that stated that aluminum containing “about 10% silicon” does not achieve that goal, in making the determination that the additional silicon in the accused product materially affected the basic properties of the invention.  This case raises the question of whether benefits obtained from reciting objects of the invention outweigh the risks that an accused product that otherwise meets the claim limitations, but that does not satisfy the so-called objects of the invention, will be found not to infringe. 


Frequently the term “about” is employed in claim drafting in order to provide for some variance of deviation from the recited value.  Such usage recently withstood an attack that the term “about” renders a claim invalidly ambiguous.  In BJ Services Co. v. Halliburton Energy Services, Inc., 338 F.3d 1368 (Fed. Cir. 2003), the Federal Circuit upheld the jury’s determination that a claim reciting a polymer having a “C* value of about 0.06 percent by weight” was not ambiguous.  The court had not construed the term “about 0.06” and the jury had been instructed to give the term its plain and ordinary meaning.  The Federal Circuit affirmed the judgment, noting with approval that the term about “was used to encompass experimental error” in the measurement of the C* value.  This case leaves open yet a different ground for limiting “about,” to wit that “about” should always be construed to be limited to the error inherent in the measurement process.  It seems unlikely, however, that the Federal Circuit would accept such a limiting construction absent some other circumstances that would compel such a result. 

Means Plus Function Claims


While so-called “means plus function” claims, under 35 U.S.C. §112, ¶6 have lost some of their luster, such claims have many uses, particularly in the context of software and system-based inventions.  As noted below, a Federal Circuit judge has recently suggested that means plus function claims may become increasingly useful in preserving statutory equivalents, as decisions such as Warner-Jenkinson and Festo pare down the applicability of the doctrine of equivalents.  When drafting means plus function claims, however, care must be taken with regard to the supporting disclosure.  


The Federal Circuit recently embellished upon previous rulings regarding the requirement that supporting structure not only be disclosed, but that the structure be specifically linked to the recited function.  In Medical Instrumentation and Diagnostics Corp. v. Elekta AB, 344 F.3d 1205 (Fed. Cir. 2003), the court admonished patentees that the “requirement that structure must be clearly linked or associated with the claimed function is the quid pro quo for the convenience of claiming in functional terms.”  The claims at issue in that case recited “means for converting. . . image files into a selected format.”  The specification disclosed two hardware elements and clearly linked those hardware elements to the function of converting image files.  The application of 35 U.S.C. § 112, paragraph 6 was not disputed, nor was the fact that the hardware elements disclosed structure for accomplishing the converting function.  What was in dispute was whether software routines were also corresponding structure for the converting function.  


The Federal Circuit reversed the district court’s ruling that the specification disclosed software structure sufficiently linked to the converting function.  The district court had apparently based its ruling, at least in part, on the rationale that one of ordinary skill in the art would have readily understood that the converting function could be accomplished in software.  The patentee had provided expert testimony regarding the relative ease with which one in the art could have written appropriate software routines to accomplish the function.  The Federal Circuit held that this was irrelevant, however.  As the court noted, “The correct inquiry is to look at the disclosure of the patent and determine if one of skill in the art would have understood that disclosure to encompass software for digital-to-digital conversion and been able to implement such a program, not simply whether one of skill in the art would have been able to write such a software program.” 


The Federal Court also reviewed three portions of the specification that the patentee had argued provided disclosure of software structure.  The first portion was Figure 1, which contained a box labeled “Image Format Conversion.”  The court found that Figure 1 actually referred to method steps and hence did not disclose structure.  The court compared Figure 1 to Figures 2 and 3, which actually depicted structural elements and found that none of the structure disclosed in the figures was software.  The court contrasted the case with Intel Corp. v. VIA Technologies, Inc., 319 F.3d 1357 (Fed. Cir. 2003), in which case the court had determined that the term “core logic” was sufficient structural disclosure for a means plus function claim, even though no details regarding the circuitry of the core logic were disclosed.  The court noted it was traditionally, “generous in finding something to be a corresponding structure when the specification contained a generic reference that would be known to those in the art and that structure was clearly associated with performance of the claimed function.” Id. at *23.  The court provided some guidance for practitioners by noting that the case would have been “more like the situation in Intel if the box in Figure 1 were labeled as “Image Conversion Software” or if it at least appeared in a figure illustrating the components of the apparatus.” Id. at *24.  This suggests the inclusion of software elements in apparatus figures, when appropriate, in order to provide supporting disclosure of a software structure.  The court’s rejection of claim 1 as disclosure of software structure suggests that traditional flow-charts will not always be sufficient to support a means-plus-function claim element. 

The court also considered the patentee’s argument that various software routines, in general, were discussed in the patent specification.  The court noted that, “in the past, we have rejected similar attempts to include as additional corresponding structure for a particular function a structure that is disclosed in the specification but is not associated with the particular claimed function.” Id. at *30.  Absent “evidence that one of skill in the art would perceive a clear link between software and the function of converting images,” the court rejected the patentee’s argument.  

Finally, the Federal Circuit considered whether the statement in the specification that “other programs used in practicing the invention, such as image manipulation programs, are commercially available or within the skill of practitioners in programming arts,” along with expert testimony that software programs for converting were generally known in the art would be sufficient supporting disclosure.  The court distinguished the case from earlier opinions in which a reference to knowledge of those skilled in the art – combined with some linkage of the general knowledge to the claimed function – was considered sufficient supporting structure.  Again, the court provided guidance as to how a different result might have been reached: “This may be a different case if the specification contained a statement suggesting that digital-to-digital conversion can be performed by software programs known to those of skill in the art.  A statement in the specification referring to the knowledge of those skilled in the art specific to the claimed function would put it closer to the lines we have drawn in other cases such as Atmel.” Id. at *34.  


Two points of learning can be derived from Medical Instrumentation.  First, software routines should be specifically and unambiguously disclosed as structural elements in the specification.  This can be accomplished in the written description or alternatively by including software routines as elements in apparatus figures.  Reliance should not be placed on flow charts, as these arguably disclose a method, rather than a structure.  Second, to the extent that the patent drafter relies upon common knowledge in the art, care must be taken to link such learning to both some structure that is disclosed and also to the specific function claimed in means-plus-function language.  

Drafting Markman Friendly Claims 


The Federal Circuit continues the recent trend in placing dictionary definitions as the first line of inquiry for common and ordinary meaning.  In one of the more recent cases, the court held that it was proper and appropriate to look to a dictionary definition first before looking to the specification for claim interpretation.  See Intellectual Property Development Inc. v. UA-Columbia Cablevisions, Inc., 336 F.3d 1308 (Fed. Cir. 2003).  In affirming the district court’s summary judgment of non-infringement, the court quoted its previous holding in Texas Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202 (Fed. Cir. 2002)  that “consulting the written description and prosecution history as a threshold step in the claim construction process, before any effort is made to discern the ordinary and customary meanings attributed to the words themselves, invites a violation of our precedent counseling against importing limitations into the claims.”  Id. at 1315.   The court concluded, therefore, that “the district court did not err in looking to dictionary definitions before consulting the written description or the prosecution history to determine the meaning of the term ‘high frequency.’" Id.   


Markman friendly claims are well-supported claims.  In Honeywell Int’l Inc. v. International Trade Commission, 341 F.3d 1332 (Fed. Cir. 2003), the Federal Circuit held a claim term was “insolubly ambiguous” because the patent specification failed to disclose a method for measuring the claimed feature.  In a patent claim relating to drawn polyester terepthalate (PET) yarn, the claim required a specific melting point elevation (MPE) range.  The record established that four methods of sample preparation were known in the art for measuring the melting point elevation, but that the resulting measurements varied widely depending upon the particular sample preparation technique chosen.  The specification failed to disclose any of the sample preparation techniques, however.  The record further established that the accused product fell within the claimed MPE range only when one of the four sample preparation methods (the ball method) was used.  


The court was faced with three possible claim constructions.  One construction (the so-called Any One Method) was that the claims would be infringed if the accused product fell within the cited MPE range using any one of the four sample preparation techniques.  An alternative construction was that an accused product would infringe only if it fell within the cited MPE range using each one of the sample preparation techniques (termed the All Methods construction by the court).  Finally, Honeywell (and not surprisingly) proposed the construction that the accused product would infringe provided it fell within the range using the ball method of sample preparation (the Ball Method Only construction).    


The court addressed each proposed construction.  The court refused to accept the Ball Method Only construction, even though it was the validity saving choice because nothing in the specification or prosecution history provided any support to eliminate the other known methods.  Furthermore, the ball method was not only not disclosed in the intrinsic record, it appeared from the record that it was only “known” via proprietary, non-published Honeywell documents. 


The court also rejected the Any One Method construction because it would leave competitors unable to discern whether their product infringed the claim if the claim was not limited to a particular sample preparation method.  Finally, under the All Methods construction, the court noted that the claims would be inoperable as well as indefinite.  The court was not willing, however, to read limitations into the claim in order to preserve their validity.  


In Honeywell, the claimed material property was a function of the sample preparation technique used.  Under such circumstances, which may arise commonly in the chemical arts, care should be taken to provide an adequate description of the sample preparation methodology and also to provide alternative techniques to support a broad interpretation. 

Amendments and Prosecution Practice

The Festo Saga Continues

Some thirteen years after Festo Corporation’s `401 patent expired (U.S. Patent 3,779,401), the litigation spawned over that patent continues to impact patent prosecution.  In “Festo IX,” by the Federal Circuit’s nomenclature, the court provided guidance with regard to overcoming the rebuttable presumption that a narrowing amendment to a claim element precludes application of the doctrine of equivalents for that claim element.  Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359 (Fed. Cir. 2003).

Prior to addressing the rebuttal of the presumption, however, the court reinstated various holdings from its earlier en banc ruling, in light of the Supreme Court’s remand of the case to the Federal Circuit.  The court first recognized that the Supreme Court had “expressly endorsed” its holding that a narrowing amendment made to comply with any provisions of the Patent Act (including, e.g., Section 112) may invoke an estoppel.  The court reinstated its holding that a “voluntary” amendment may give rise to prosecution history estoppel and that the presumption arises when the record is silent as to the reason for the narrowing amendment.  


The court also addressed the interplay of the Warner-Jenkinson presumption (a narrowing amendment is presumed to have been made for a substantial reason related to patentability when the record is silent) and the Festo presumption (an unexplained narrowing amendment is presumed to surrender all claim scope between the broader and narrower language).  In light of the Supreme Court’s rejection of the absolute bar approach to overcoming the presumption, the Federal Circuit provided a three-part analysis of the Warner-Jenkinson and Festo presumptions.  First, determine whether a narrowing amendment was filed with the Patent Office.  If the amendment is determined to have been a narrowing amendment, the second inquiry is “whether the reason for that amendment was a substantial one related to patentability.”  When the prosecution history is silent on this point, the Warner-Jenkinson presumption arises that the amendment was for a substantial reason related to patentability.  Assuming the patentee is unable to overcome the Warner-Jenkinson presumption
, then the third inquiry is the scope of the surrendered subject matter.  Under Festo, it is presumed that the patentee “has surrendered all territory between the original claim limitation and the amended claim limitation.”  This Festo presumption is rebuttable, however, and the manner in which the presumption may be overcome was the substance of the Federal Circuit’s  decision.


The court posited and answered four questions:

1. Whether rebuttal of the presumption of surrender, including issues of foreseeability, tangentialness, or reasonable expectations of those skilled in the art, is a question of law or one of fact; and what role a jury should play in determining whether a patent owner can rebut the presumption.

2. What factors are encompassed by the criteria set forth by the Supreme Court.

3. If a rebuttal determination requires factual findings, then whether, in this case, remand to the district court is necessary to determine whether Festo can rebut the presumption that any narrowing amendment surrendered the equivalent now asserted, or whether the record as it now stands is sufficient to make those determinations.

4. If remand to the district court is not necessary, then whether Festo can rebut the presumption that any narrowing amendment surrendered the equivalent now asserted.

In response to the first question, the Federal Circuit ruled that whether the Festo presumption of surrender has been rebutted is a matter of law to be decided by a court.  The court premised its reasoning on the basis that prosecution history estoppel is equitable in nature and hence whether such estoppel applies is within the equitable province of the judge.  


Perhaps the most relevant aspect of the Festo decision is the discussion on the three ways in which the presumption of surrender may be overcome: (1) by demonstrating the alleged equivalent would have been unforeseeable at the time of the narrowing amendment; (2) by showing a mere tangential relationship between the reason for the narrowing element and the alleged equivalent; or (3) for “some other reason” why the patentee could not have reasonably expected to have included the alleged equivalent within the scope of the amended claim.  The court then proceeded to provide “general guidance” on the application of these rationales.  


“Unforeseeability” is an objective test from the perspective of one of ordinary skill in the art.  Later-developed technology and technology that was unknown in the relevant art would be considered unforeseeable.  Technology that was known in the art, however, “certainly should have been foreseeable,” and would hence not meet the criterion.  The court advised that expert testimony and other extrinsic evidence would be competent for making the factual determination of foreseeability. 

The court also gave some guidance as to what a “tangential” relationship is, or more correctly, what it is not.  Not surprisingly, the court held that, “an amendment made to avoid prior art that contains the equivalent in question is not tangential; it is central to allowance of the claim.”   Beyond that bright line, our only guidance is that the question of whether an amendment was tangential is an objective test and that it must be established based upon the public record of the prosecution history.  The court apparently excluded the possibility of extrinsic evidence on this point, except for testimony regarding proper interpretation of the prosecution history.  

The court provided little guidance as to what would satisfy the third criterion of “some other reason,” other than “shortcomings of language.”  The court suggested the reason should be clear from the prosecution history, but left open the possibility of extrinsic evidence being used to establish some other reason that the amendment failed to describe the alleged equivalent.  

With regard to the specific claims at issue in the case, and in addressing questions 3. and 4., the Federal Circuit held that a remand to the district court was necessary to answer whether certain alleged equivalents were “unforeseeable” at the time of the narrowing amendment.  The court held as a matter of law, however, that Festo had failed to establish that the reason for the narrowing amendment was only tangentially related to the alleged equivalents or that some other reason prevented Festo from describing the alleged equivalents at the time of the amendment.  

In his concurring opinion, Judge Rader focused with approval on the evolving standard of “foreseeability” in the context of equivalents.  In doing so, Judge Rader provided some advice, perhaps unintentionally, to patent prosecution practitioners, and offered a suggestion to the Supreme Court as well.  In decrying the development of “exceptions to an exception to an exception to the standard rule of infringement,” Judge Rader suggested that patent practitioners will “avoid amendments, file more and increasingly specific claims (at the risk of prolonging the backlogged prosecution process), resort to less precise functional claims to preserve a statutory equivalent, or perhaps even use continuation strategies to protect claim scope.”  While it is clear that Judge Rader was not advocating these strategies, patent practitioners may well find themselves adopting or increasing their reliance upon such practices.  Judge Rader also suggested that the Supreme Court might expand the foreseeability test to equivalents analysis outside the context of a narrowing amendment.  “At this point, the Supreme Court has only applied foreseeability to identify the scope of surrendered subject matter for an estoppel.  But applying the foreseeability principle directly to bar foreseeable equivalents outside an amendment and estoppel context is very consistent with the Supreme Court’s holding.”  This thought perhaps presages future Federal Circuit rulings. 

The Accidental Amendment (or “Taking One for the Team”)


The Federal Circuit has already begun providing some guidance as to what will suffice, or more correctly what will not suffice, to overcome the Warner-Jenkinson presumption.  Pioneer Magnetics, Inc. v. Micro Linear Corp., 330 F.3d 1352 (Fed. Cir. 2003) informs us that the argument that an amendment limited the claim scope only through “sheer inadvertence,” is not sufficient to overcome the presumption.  In that case, the claim limitation “switching analog” had been added to the claim element, a “multiplier.”  It was undisputed that the amendment narrowed the claim scope.  The patentee did argue, however, that the Warner-Jenkinson presumption should nonetheless not apply because (1) the narrowing amendment was filed through inadvertence, and (2) the amendment was voluntary and not related to patentability.  

The patentee submitted to the court an affidavit by the prosecuting attorney stating that it was through “inadvertence” that he added the narrowing limitation of switching.  The court refused to consider the affidavit, however, noting that the presumption can only be overcome by the public record.  “Otherwise,” the court noted, “the public notice function of the patent record would be undermined.”  The court further discussed this point in the subsequent Festo IX decision discussed above.  With regard to the voluntary nature of the amendment, the court was un-persuaded, holding that “the mere fact that an amendment is voluntary does not shield it from prosecution history estoppel. Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1345, (Fed. Cir. 2003).”  Id. at 1357.  

The efficacy of a patent attorney’s admission of “inadvertence” during prosecution of a client’s patent application is called into grave doubt by Pioneer Magnetics and Festo IX.  While Pioneer Magnetics’ “sheer inadvertence” strategy was creative, it appears not to have been well founded, given the benefit of hindsight afforded by the Federal Circuit’s rulings.  In light of these rulings, one questions whether practitioners will in the future be inclined to argue that their own inadvertence resulted in a needlessly narrowed claim scope.  

What about Broadening Amendments?


Faced with the difficulty of prosecuting a patent application in a post-Festo world in which narrowing amendments can have such dire consequences, a patent practitioner would understandably hope that by symmetry broadening amendments provide some level of aid.  This is not always the case, however, as suggested by Genzyme Corp. v. Transkaryotic Therapies, Inc., 2003 U.S. App. LEXIS 20703.  At issue in that case was the scope of a claim relating to a method of producing a human enzyme (enzyme a-galactosidase A) using cells that had been bio-engineered to express the enzyme.  More specifically, the issue was whether the claim term “chromosomally integrated” required the incorporation of exogenous genetic code that was entirely from outside the host cell, i.e., a vector, or whether the claim element was broad enough to encompass a partial exogenous sequence from within the host cell but outside the critical chromosome, i.e., a transposable element.  


Throughout prosecution of the application, the claims had included the requirement that the method involve a recombinant vector.  This claim requirement would have limited the construction to entirely exogenous genetic code such as a vector.  During prosecution, the applicant had deposited the vector with the Patent Office in response to the examiner’s rejection based upon lack of enablement.  The applicant had also, according to the Federal Circuit, distinguished over the prior art and made statements that were “inconsistent” with the broader interpretation of the claim that was asserted in the litigation.  

Interestingly, however, the “recombinant vector” claim element was  cancelled from the claim and the term phrase “chromosomally integrated” was substituted in its place in an amendment filed after final rejection of the claims.  The Federal Circuit ruled that the after-final amendment to the claim could not have broadened the claim scope because the applicant had failed to comply with Patent Office rules regarding after-final amendment practice.  The court reasoned that Rule 116 requires that “amendment to patent claims after final rejection cannot alter the substantive scope of the claims without explanation about the necessity of the amendment and without reasons for the delay in proposing the change.”  Id. at *24-25.  Since the applicant had neither explained the necessity of the amendment nor explained the reason for the delay in filing the amendment, the court reasoned, “the examiner could not have allowed this amendment if it changed at all the scope of the claims set forth in” prior communications with the Patent Office.   In a seemingly results-oriented analysis, the court ruled that because the record was silent with regard to the impact of the amendment, the fact that the amendment was entered meant it could not have impacted the claim scope.  One might question whether an equally plausible interpretation is that the reason for the after-final amendment was self-evident and that its entry established that the examiner was satisfied with the applicant’s showing of its necessity.  In any event, the Genzyme case may potentially have precedential impact far beyond the limited circumstances (and specialized terminology) of the case then before the court.  In fact, in a partial concurrence, partial dissent, Judge Linn described as “ill-founded” the majority’s decision to restrict an “otherwise unambiguous claim term based upon an applicant’s presumed noncompliance with a procedural rule of the PTO.”  Id. at *42.  Nonetheless diligent compliance with all aspects of Rule 116 may be prudent in light of the Genzyme decision, particularly in the admittedly unusual circumstances when an after-final amendment may in fact broaden the claim scope. 

Disclosure of Rejection of Substantially Similar Claims in a Co-Pending Application


In a case of first impression for the Federal Circuit, the court held that “the prior rejection of a substantially similar claim in a co-pending United States application is material under the reasonable examiner standard” as well as under the new standard that “refutes or is inconsistent with a position the application takes in . . . asserting an argument of patentability.”  See Dayco Products, Inc. v. Total Containment, Inc., 329 F.3d 1358 (Fed. Cir. 2003).  


In Dayco, the patents in suit (which issued from a common parent) were subjected to three grounds of attack on inequitable conduct: (1) that the patentee had failed to disclose to the examiner the existence of a related family of patent applications that disclosed substantially similar technology; (2) the failure to disclose a piece of prior art that had been used in rejecting certain claims in the related family of patent applications; and (3) failure to disclose that “substantially similar” claims pending in the related family had been rejected by another PTO examiner.  


Because the case was before the Federal Circuit on appeal of a grant of summary judgment of inequitable conduct, the court only needed to determine whether the defense had been established as a matter of law.  Not surprisingly, the court held that the existence of the related family of applications was material, but held that the defendant had failed to prove intent to deceive.  Likewise, the court held there were substantial fact questions regarding whether the non-disclosed reference was merely cumulative of other references before the examiner and whether the patentee had intended to deceive the Patent Office.  


With regard to the third ground of inequitable conduct – the failure to disclose the rejection of substantially similar claims in an application disclosing similar technology – the court addressed this question for the first time.  The court easily found that the rejection should have been disclosed:

We hold that a contrary decision of another examiner reviewing a substantially similar claim meets the Akron Polymer "reasonable examiner" threshold materiality test of "any information that a reasonable examiner would substantially likely consider important in deciding whether to allow an application to issue as a patent." 148 F.3d at 1382, 47 USPQ2d at 1534. Patent disclosures are often very complicated, and different examiners with different technical backgrounds and levels of understanding may often differ when interpreting such documents. Although examiners are not bound to follow other examiners' interpretations, knowledge of a potentially different interpretation is clearly information that an examiner could consider important when examining an application.

We also hold that the information meets the threshold level of materiality under new Rule 56, in that "[i]t refutes, or is inconsistent with, a position the applicant takes in . . . [a]sserting an argument of patentability." 37 C.F.R. § 1.56(b)(2) (2002). When prosecuting claims before the Patent Office, a patent applicant is, at least implicitly, asserting that those claims are patentable. A prior rejection of a substantially similar claim refutes, or is inconsistent with the position that those claims are patentable. An adverse decision by another examiner, therefore, meets the materiality standard under the amended Rule 56.
Id. at 1368.


Having found that the non-disclosure was a material omission, the court nonetheless found that summary judgment of inequitable conduct was improper, as intent to deceive had not been established as a matter of law. 

Given the close similarity between the disclosure and the claims of the two applications in the Dayco case, it is perhaps not surprising that the Federal Circuit found material the failure to disclose in one application the rejection of claims in another application, even though the applications contained no common ancestry or claim to priority.  What is less certain is the future application of such a rule.  One may query whether a standard exists or will develop to instruct the patent practitioner when two applications covering similar technology are similar “enough” that the rejection of claims in one application should be brought to the attention of the examiner in another application.  Recognizing the issue, at least, is a first line of defense in avoiding an inadvertent failure to disclose.  


As an interesting aside regarding the Dayco case, the Federal Circuit noted that it had not yet decided whether, for patent applications filed or prosecuted after the 1992 change to Rule 56, it would continue to apply its reasonable examiner standard or would apply some other standard based upon the changes to the Patent Office rule.  “Thus,” as the court explained it, “we have not decided whether the standard for materiality in inequitable conduct cases is governed by equitable principles or by the Patent Office’s rules.”  Id. at 1364.  After raising such an intriguing question, the court declined to resolve it, noting that “[b]ecause we conclude that the outcome of this appeal would be the same under either materiality standard, we leave for another day a final disposition of this issue.”  Id.

III.  Other Recent Developments and Announcements from the Patent Office

21st Century Strategic Plan 
In recent comments, PTO Director Rogan discussed several initiatives the Patent Office is planning as part of its comprehensive 21st Century Strategic Initiative.   The Director candidly admitted the PTO’s antiquated bureaucratic systems and problems with its growing case backlog.  The Director stated that the backlog was at half a million applications and on its way to a million case backlog stretching over two years.  


Plans to address the PTO’s shortcomings include a mandatory re-certification for examiner’s including a demonstrated proficiency in English and in complex legal terms.  The PTO also plans to hire some 3,000 additional examiners in the near future.  Projected fee increases of fifteen percent will pay for much of the planned changes. 


Director Rogan also discussed the pilot program in which prior art searching is outsourced and predicted a 20 to 25 percent increase in PTO productivity should the plan be fully implemented.  

On the quality front, the Patent Office quite recently announced a five-point action plan to improve patent quality in the biotechnology, pharmaceutical, and organic chemistry arts (Technology Center 1600).  Aspects of the plan include:

The patent statute allows the USPTO to limit (or restrict) the number of inventions examined in a single application. Restrictions are imposed most frequently in biotechnology applications because of the nature and complexity of the technology and the number of claimed inventions. 

This five-point action plan addresses the unique needs of the applications examined in TC 1600 by improving how applications that claim more than one invention are handled. The plan, which addresses when and how patent examiners in TC 1600 will apply restriction requirements on applications, includes: 

· Publishing examples of claim sets that currently don’t place a serious burden on USPTO examiners so that customers can prepare applications to avoid restriction requirements. 

· Focusing applicants and examiners on rejoinder practice, an alternative to filing a new application for certain claim sets that have been restricted. 

· Training examiners to analyze and recognize claims sets that should be examined together, and to apply restriction practice in accordance with applicable law. 

· Providing a “second pair of eyes” to review restriction decisions made by examiners to promote consistency. 

· Continuing reassessment of the action plan to ensure that it meets the needs of customers and USPTO.

See http://www.uspto.gov/web/offices/com/speeches/03-26.htm 

Proposed Unity of Invention Standard


The Patent Office has requested public comment regarding a possible implementation of a unity of invention standard that is more in compliance with other jurisdictions.  The PTO noted that a unity of invention standard would significantly curtail the prevalence of restriction practice employed by examiners today.


Under the proposed standard, restriction would not be permitted between related inventions, including: (1) a process and the apparatus for carrying out the process; (2) a process for making a product and the product made; (3) an apparatus and the product made by the apparatus; and (4) a product and the process of using the product.  The PTO requested public comments on numerous issues that would impact the desirability and format of a unity of invention standard.   Included in the identified issues were whether the PTO should adopt the practice of allowing only one independent claim per category of invention; whether the PTO should allow for additional inventions that lack unity to be examined, upon the payment of an additional fee; should the PTO perform only a partial search if examination of the entire scope of claims would be burdensome; should various rules and statutes be changed to implement the standard; and other related questions. 


Perhaps not surprisingly, responses to the request for public comment were widely varied and suggested no simple approach would suffice to address the current state of restriction practice by examiners.   Many commentators supported further study of the proposal, however, and it is likely that the Patent Office will provide further proposals on this matter in the near future.  

Proposed Rules Relating to Reexamination


The Patent Office also proposed rules relating to inter partes reexamination.  These rule changes are primarily intended to bring the rules into conformance with recent statutory changes that allow for a third-party requester to participate in the appeal of a Board of Patent Appeals and Interferences decision to the Federal Circuit.  The proposed rules would also recognize that a third-party requester can participate in an appeal to the Federal Circuit taken by the Patent Owner.   Various procedural changes relating to appeals to the Board are also contemplated by the proposed rules. 


Also of note, the Patent Office repealed its previously published “Portola” guidelines with regard to reexamination policy.  The repeal resulted from changes to 35 U.S.C. §§ 303 and 312, which state in part that, “[t]he existence of a substantial new question of patentability is not precluded by the fact that a patent or printed publication was previously cited by or to the Office or considered by the Office.”  In essence, the revised statute overrules In re Portola Packaging, 110 F.3d 786 (Fed. Cir. 1997).  Hence, the Patent Office guidelines based upon the Portola Packaging decision were no longer relevant.  The repeal will affect reexaminations ordered on or after November 2, 2002 (the date of enactment of the Act of 2002 that revised sections 303 and 312).  The Patent Office noted that for such reexaminations, “[d]eterminations on whether a SNQ [substantial new question of patentability] exists in such an instance shall be based upon a fact-specific inquiry done on a case-by-case basis.  For example, a SNQ may be based solely on old art where the old art is being presented in a new light, or in a different way, as compared with its use in the earlier concluded examination(s), in view of a material new argument or interpretation presented in the request” (emphasis in original).

Proposed Rules Relating to Handling of Assignments and Power of Attorney Practice


In a notice of proposed rules published on June 27, the Patent Office proposed several changes to the manner in which assignment documents and in which powers of attorney are handled.   Most notably, the Patent Office proposes a revision wherein submitted documents will not be returned to the applicant after recordation.  Instead, the submitted assignment document would be electronically scanned and the paper document would be handled consistently with the PTO’s electronic filing system.  Another significant proposed change is to limit to ten the number of attorneys that can be given a power of attorney without using a Customer Number.   Responses to Patent Office’s request for comments can be viewed on the Patent Office Web site at http://www.uspto.gov/web/offices/pac/dapp/opla/comments/poaassign/poaassignrules.htm.

� “Identified” means “the application number or serial number and filing date, first named inventors, title and filing date or other application specific information are provided in the text of the patent, but not when the same identification is made in a paper in the file content of the patent and is not included in the printed patent or application publication.”     


� The Federal Circuit reinstated its previous holding that the patentee is restricted to evidence in the prosecution history in attempting to overcome the Warner-Jenkinson presumption. 
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